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DETAILED ACTION 



1 . Acknowledgment is made of amendment filed on 11/1 0/2008. Claims 4-7 have 
been amended. 



Drawings 

2. The amended drawings filed on 1 1/10/2008 have been entered. 

Specification 

3. The amended abstract and specification filed on 1 1/10/2008 have been entered. 

Response to Arguments 

4. Applicant's amendments filed on 1 1/10/2008 with respect to claims 4-7 
necessitated the new grounds of rejection presented in this Office action. Applicant's 
arguments with respect to claims 4-7 have been fully considered but are moot in view of 
the new grounds of rejection. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 4-8 and 10-12 are rejected under 35 U.S.C. 102(e) as being anticipated 
by US Patent Publication 2005/006041 1 A1 by Coulombe et al (hereinafter 
"Coulombe"). 

As per Claim 4, Coulombe discloses a method for operating a Session 
Initiation Protocol (SIP) network entity in a communication channel between a 
first SIP user agent and a second SIP user agent in a packet based 
communication network ([0004]. SIP provides for communication between devices 
that have multimedia capabilities.) with available a first set of communication 
features at the first end point supported by the first SIP user agent and available a 
second set of communication features at the second end point supported by the 
second SIP user , including at least one communication feature in the second set 
of communication features which is not supported by the first SIP user agent 
([001 1]. The user agents (Abstract) send descriptors to a proxy server describing their 
media characteristics. A determination is made as to their incompatibility. An adaptation 
server alters the either first or second descriptions to meet the capabilities of either the 
first or second terminals.), comprising: 

acting as a client application for the first SIP user agent and as a server 
application for the second SIP user agent ([0035]. Each user agent comprises a user 
agent client that initiates requests and a user agent server that generates the responses 
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to the requests.); and 

arranging to exchange signaling information with the first and second user 
agents to enable the second SIP user agent to utilize the at least one 
communication feature which is unsupported by the first SIP user agent during 
communications with the first SIP user agent ([0051]. The adaptation server 
determines the resources required to modify the media stream between the two user 
agents. [0053]. Once the appropriate acknowledgement messages have been sent, 
communication is then established.). 

As per Claim 5, Coulombe discloses the method as claimed in claim 4, 
wherein a call routing addresses signaling information that is exchanged between 
the SIP network entity and the first and second SIP user agents or the SIP 
network entity and the communication network ([0046]. IP addresses and port 
numbers are included in the descriptors and are modified if necessary for redirection 
from the terminals to the adaptation server for transcoding.). 

As per Claim 6, Coulombe discloses the method as claimed in claim 5, 
wherein a payload routing addresses payload data received at the SIP network 
entity for routing to the first or second end points SIP user agents ([00461. The 
adaptation server must be utilized to allow modification of, for example video data 
between two terminals if said terminals are incompatible in that respect.). 



As per Claim 7, Coulombe discloses a network entity for operating a Session 
Initiation Protocol (SIP) network in a communication channel between two end 
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points in a packet based communication network ([0035]. User agents may be 
mobile terminals.), comprising: 

a first SIP user agent being a first end point and supporting a basic SIP 
communication feature set; a second SIP user agent being a second end point 
and supporting an enhanced SIP communication feature set ([0029]. An example 
given is the concept of caller identification in which instead of simply displaying the 
caller's identification, a supported feature may allow for displaying business card 
information as well.); and 

a SIP Basic Call Enhancer located within the communication channel between the 
first and second SIP user agents that enables the second SIP user agent to utilize 
the enhanced SIP communication feature set which is unavailable to the first SIP 
user agent when communicating with the first SIP user agent ([001 1]. The user 
agents (Abstract) send descriptors to a proxy server describing their media 
characteristics. A determination is made as to their incompatibility. An adaptation server 
alters the either first or second descriptions to meet the capabilities of either the first or 
second terminals.). 

As per Claim 8, Coulombe discloses the network entity as claimed in claim 7, 
wherein the basic SIP communication feature set supports session initiation and 
termination ([0039]. The method includes the ability to send invite messages and 
receive descriptions of session terminators.). 

As per Claim 10, Coulombe discloses the network entity as claimed in claim 
7, wherein the SIP Basic Call Enhancer comprises: 
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a user agent server part that exchanges messages with the first SIP user agent, a 
user agent client part that exchanges messages with the second SIP user agent 

([0035]. Each user agent comprises a user agent client that initiates requests and a user 
agent server that generates the responses to the requests.), a local configuration 
store that stores information required for the Basic Call Enhancer to route 
messages ([0076]. Storage devices or storage in a database are accessible for 
facilitating adaptation functions of the invention.), a call router that involves the first 
and second SIP user agents in an enhanced SIP session, a session controller that 
transfers messages from the user agent server part to the call router and from the 
call router to the user agent client part to keep track of session states and 
progress ([0051]. The adaptation server determines the resources required to modify 
the media stream between the two user agents. [0053]. Once the appropriate 
acknowledgement messages have been sent, communication is then established.), and 
a payload router that manages media streams so that the Basic Call Enhancer 
functions as a virtual end point to both the first and second SIP user agents in 
respect of the media streams (Abstract. Either the originating or terminating servers 
make the determination as to which will conduct the adaptation on the media streams.). 

As per Claim 1 1 , Coulombe discloses the network entity as claimed in claim 
7, wherein the SIP Basic Call Enhancer functions as a client application for the 
first end point ([0036]. The SIP server of the application may be used to update a 
user's profile in a profile server.). 
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As per Claim 12, Coulombe discloses the network entity as claimed in claim 
7, wherein the SIP Basic Call Enhancer functions as a server application for the 
second endpoint ([0035]. The server of the invention receives requests from user 
agents.). 



Claim Rejections - 35 USC § 103 



7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 



were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Publication 2005/006041 1 A1 by Coulombe et al (hereinafter "Coulombe"), and 
further in view of US patent 6,498,791 B2 by Pickett et al (hereinafter "Pickett"). 

As per Claim 9, Coulombe discloses the network entity as claimed in claim 7, 
wherein the enhanced SIP communication feature set supports session initiation 
and termination ([0039]. The method includes the ability to send invite messages and 
receive descriptions of session terminators.), but is silent on an enhanced set of 
telephony features selected from the group consisting of: call waiting, call 
transfer, conference calling, call hold, and music on hold. 

However, Pickett teaches the digital phones of the disclosed invention have 
features which include: music on hold (col. 41, lines 40-48), call hold (col. 56, lines 39- 
40), call conferencing (col. 56, lines 66-67), call transfer (col. 57, lines 9-12), and call 
waiting (col. 57, lines 19-22). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the teachings of Coulombe to include call waiting, call 
transfer, conference calling, call hold, and music on hold taught by Pickett, because in 
an environment where a variety of voice and data communications are valued (col. 1 , 
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lines 59-60), there exists a need to provide these features and services in a manner that 
yields efficiency (col. 2, lines 43-46). 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented 
in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN ELLIOTT whose telephone number is 
(571)270-7163. The examiner can normally be reached on Monday thru Thursday, 7:30 
AM to 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Taghi Arani can be reached on 1-571-272-3787. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/B. E.I 

Examiner, Art Unit 4144 
/Taghi T. Arani/ 

Supervisory Patent Examiner, Art Unit 4144 



